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Topics

 Recent cases regarding IPR 

 Supreme Court’s decisions in Oil States v. Greene’s Energy and SAS Institute v. Iancu

 PTAB’s decision in Mylan v. St. Regis Mohawk Tribe concerning tribal immunity

 Recent cases affecting motions to dismiss under 35 U.S.C.§101

 In Berkheimer v. HP Inc. and Aatrix Software, Inc. v. Green Shades Software, Inc., the Federal Circuit 

made it more difficult to prevail on a motion to dismiss based on patent ineligibility under §101

 Recent Federal Circuit cases addressing the on-sale bar under §102(b)

 Other news

 New PTO §101 guidance regarding finding a claim clement ‘well-understood, routine, conventional’

 PTO Commissioner Iancu recently made public comments that changes may be on the way to how 

the PTO handles§101 analyses, the PTAB, and initial examination

 The ITC has finally issued a new set of procedural rules
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 Background:

 Greene’s Energy challenged the validity of an Oil States patent in an IPR 

 The Patent Trial and Appeal Board (“PTAB”) found the patent claims invalid in the IPR

 Oil States argued that the IPR proceedings violate Article III of the U.S. Constitution

 “The judicial Power of the United States, shall be vested in one supreme Court, and in 

such inferior Courts as the Congress may from time to time ordain and establish”

 Dispute: does IPR fall within the “public rights” doctrine, which allows non-

Article III courts to adjudicate the claims at issue?

Oil States v. Greene’s Energy 
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Issue: Constitutionality of inter partes review (IPR) under Article III of U.S. Constitution



Oil States holding 

 IPR falls squarely within the “public-rights” doctrine 

 7-2 decision, opinion by J. Thomas (C.J. Roberts and J. Gorsuch dissenting)

 The decision to grant a patent is a matter involving public rights – the right to exclude the 

public from using an invention 

 Inter partes review is simply a reconsideration of the patent grant

 Dating back to 18th-century England, patent validity has been decided in both courts and 

administrative bodies like the English Privy Council

 Similarities between IPR and district court litigation does not lead to the conclusion that IPR 

violates Article III

 Older decisions stating that patent rights are the “private property of the patentee” were 

decided under the Patent Act of 1870 and describe the statutory scheme at that time

 This holding is narrow; the Court addresses only IPR constitutionality and the precise 

constitutional challenges raised by Oil States
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* * * 

Oil States – invitation for new challenges? 
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 Could this inspire a challenge to patent 

litigation at the International Trade 

Commission? Court of Federal Claims?

 This is the next likely avenue of attack 

on the constitutionality of IPR

 Interest in this topic at oral argument

 Some have suggested a possible attack 

on IPR as a taking

 We are not so sure

 This seems at odds with the finding that 

IPRs are an adjudication of a public right

 Retroactive application could find its way 

into a due process challenge 

 Will there now be a challenge to the 

right to jury trial for patent validity?



Overview of SAS Institute v. Iancu 

6

 Background:

 SAS filed IPR petition challenging 16 patent claims, but PTAB instituted IPR on only 9 

 Final written decision addressed the 9 instituted claims, but not the 7 non-instituted claims

 SAS argued that §318 dictates that a final written decision must address every claim 

challenged (i.e., “any” means “every”) 

 PTO argued that §314 and §318 contemplate institution and decision of a subset of the 

claims challenged

Issue: Must the PTAB issue a final written decision for every claim challenged in an IPR petition?

Petitioner identifies “each claim 

challenged” and “the grounds on 

which the challenge to each claim is 

based” in an initial petition (§312)

The Board may institute IPR if 

“there is a reasonable likelihood that 

the petitioner would prevail with 

respect to at least 1 of the claims 

challenged in the petition” 

(§314(a))

“If an inter partes review is instituted 

and not dismissed,” the Board “shall 

issue a final written decision with 

respect to the patentability of any 

patent claim challenged by the 

petitioner”  (§318)



SAS Institute – holding

 When the PTAB institutes IPR, it must decide the patentability of all of the 

claims challenged in the petition 

 5-4 opinion by J. Gorsuch, joined by C.J. Roberts, J. Kennedy, J. Thomas, and J. Alito

 Plain text of §318(a) is both mandatory and comprehensive; the word “shall” generally 

imposes a nondiscretionary duty, and the word “any” ordinarily implies every member of a 

group. 

 § 318(a) thus means that the Board must address every claim the petitioner has 

challenged

 The petitioner, not the Director, defines the proceeding’s contours

 § 314(a)’s requirement that the PTO find “a reasonable likelihood” that the petitioner will 

prevail on “at least 1 of the claims challenged in the petition” suggests, if anything, a regime 

where a reasonable prospect of success on a single claim justifies review of all claims

 The Director’s policy argument that partial institution is efficient is properly addressed to 

Congress, not the Court 
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SAS Institute – new PTAB guidance

 Issued April 26, 2018

 New Petitions: “[T]he PTAB will institute as to all claims or none. At this time, if the PTAB institutes a 

trial, the PTAB will institute on all challenges raised in the petition”

 Pending IPRs instituted on all of the challenges in petition: IPR will continue in the normal course

 Pending IPRs instituted on some of the challenges in the petition: “the panel may issue an order 

supplementing the institution decision to institute on all challenges raised in the petition”

 The panel may take further action to manage the trial proceeding, including, for example, permitting 

additional time, briefing, discovery, and/or oral argument 

 Upon receipt of an order supplementing the institution decision, the petitioner and patent owner shall 

meet and confer to discuss the need for adjustments 

 Final written decision: Must “address, to the extent claims are still pending at the time of decision, all 

patent claims challenged by the petitioner and all new claims added through the amendment process”

 Questions: Who will want claims added in pending IPRs? Does this affect PTAB’s institution denials 

based on redundancy? 
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SAS Institute – effects

 Decision broadens the scope of IPR estoppel

 Estoppel under §315 is based on the claims addressed in the final written decision

 Final written decisions will now include a patentability finding for more claims, and estoppel will attach

 Decision may impact petition drafting and institution considerations

 Petitioners may now be reluctant to include marginal or long-shot challenges

 Decision could significantly increase the Federal Circuit’s workload

 More claims and issues will be included in final written decisions

 Potential for more mixed outcomes that may cause both parties to appeal 

 Short-term chaos?

 What happens to completed IPRs with final written decisions that do not address all the claims 

challenged in the original petition?

 Will all final written decisions currently on appeal be remanded by the Federal Circuit?

 How will the PTAB handle evidentiary issues in remands?

 Congressional fixes?
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Mylan Pharm. Inc. v. St. Regis Mohawk Tribe

 Factual background

 PTAB instituted IPRs by Mylan challenging Allergan’s patents

 Allergan assigned its patents to the St. Regis Mohawk Tribe, a 

small, federally-recognized tribe

10

 The Tribe granted back an exclusive license to Allergan 

 The Tribe, as “patent owner,” moved to dismiss on the ground of sovereign immunity

 Legal background

 Sovereign immunity has been recognized as a defense in administrative proceedings having 

“strong similarities” to civil litigation FMC v. S.C. State Ports Auth., 535 U.S. 743, 760 (2002)

 PTAB has held that States/State-operated entities may avoid IPRs due to sovereign immunity 
Covidien LP v. University of Florida Research Foundation Inc., IPR2016-01274 (PTAB Jan. 25, 2017) (Paper 21, at 5)

 Native American tribes have historically possessed “the common-law immunity from suit 

traditionally enjoyed by sovereign powers,” but that immunity is “subject to the superior and 

plenary control of Congress”  Santa Clara Pueblo v. Martinez, 436 U.S. 49, 58 (1978)



Mylan Pharm. Inc.

 The PTAB held there is no tribal immunity in PTAB proceedings

 No Precedent or statutory basis for application of tribal immunity in IPR

 The Supreme Court’s FMC decision extending state sovereign immunity to administrative 

proceedings does not control a tribal sovereign immunity analysis

 The Court has stated that “the immunity possessed by Indian Tribes is not co-extensive with that 

of the States.” Kiowa Tribe of Okla. v. Mfg. Techs., Inc., 523 U.S. 751, 756 (1998)

 The parties cited no federal court or PTAB precedent extending FMC’s holding to tribes; other 

agency decisions cited by the Tribe are not controlling and are not on point

 No statutory basis to assert a tribal immunity defense (in contrast to, e.g., Sec. 337 actions)

 IPR is a generally applicable statute

 General statutes applying “to all persons [including] Indians and their property” Fed. Power Comm’n v. 

Tuscarora Indian Nation, 362 U.S. 99, 116 (1960)

 Some exceptions, e.g., if law touches on rights of self-government on internal matters

 But AIA is a generally applicable statute that doesn’t touch on a tribe’s self-government

 Circuit court decisions show tribes have not enjoyed immunity in similar agency proceedings

 Not the type of “suit” that normally triggers sovereign immunity

11IPR2016-01127, Paper 129 (Feb. 23, 2018)



Mylan Pharm. Inc.

 Even if the Tribe had immunity, the IPR could continue against Allergan alone

 Tribe’s “exclusive license” back was an effective assignment 

 Allergan held all substantial rights

 Federal “indispensable party” rule does not apply to IPRs; and, if it did, the tribe is not an 

indispensable party because it is not the effective patent owner

 The Tribe and Allergan have appealed the decision to the Federal Circuit

 On March 28, the Federal Circuit stayed the PTAB hearing scheduled for April 3, stating that 

it now had jurisdiction

 Set expedited briefing, and hearing in June

 Allergan and Tribe’s briefs filed April 18

 Response brief due by May 11; replies due by May 18

 Stay shall continue until oral argument, where it will be reassessed

12IPR2016-01127, Paper 129 (Feb. 23, 2018)
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Berkheimer v. HP Inc.

 District court granted HP’s summary judgment motion for §101 ineligibility

 Claims directed to the abstract idea of using a generic computer (Alice step 1) and recite 

only “well-understood, routine, and conventional” computer functions (Alice step 2)

 Found courts divided on whether 35 U.S.C.§282’s presumption of validity requires proof of 

ineligibility by clear and convincing evidence

 Held that the “clear-and-convincing standard has no role to play in the §101 determination 

at issue in this case,” citing Bilski’s finding of patent eligibility as a “threshold” question

 Federal Circuit affirmed in part (Moore, Taranto, Stoll)

 Held that “whether a claim recites patent eligible subject matter is a question of law which 

may contain disputes over underlying facts”

 Facts pertinent to invalidity, such as those relevant to the Alice step 2 analysis, must be 

shown by clear and convincing evidence; only “when there is no genuine issue of material 

fact” in the eligibility analysis may summary judgment be granted

 Vacated district court’s finding that certain dependent claims were ineligible based on an 

arguably unconventional inventive concept in the patent specification
14Berkheimer v. HP Inc. 224 F.Supp. 3d 635 (N.D. Ill. 2016) and 881 F.3d 1360 (Fed Cir. 2018))



Berkheimer – en banc petition

 HP petitioned for en banc rehearing on March 12; court asked for a response from Mr. 

Berkheimer, which was filed on March 29

 HP argues that the panel decision conflicts with Supreme Court and Federal Circuit precedent

 Under Bilski and Alice,§101 is a “threshold test” that is determined by focusing on the claims 

 Federal Circuit decisions post-Alice characterized the§101 inquiry as a question of law

 “Any attorney worth his or her salt can make a genuine issue of material fact”

 The panel decision changes the test for Alice step 2

 The test is whether the claims “transform a patent-ineligible abstract idea into a patent-eligible 

invention,” not whether “the invention describes well-understood, routine, and conventional activities”

 The difference is significant because a claim that merely applies a new abstract idea might not 

describe well-understood, routine, and conventional activities

 Mayo held that the novelty of an abstract idea cannot establish eligibility

 Panel decision allowed statements in the specification to create a material fact issue, when the 

Supreme Court has warned against making patent eligibility turn on the “draftsman’s art” (Mayo)

 The decision will ultimately increase the burdens on courts and litigants
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Aatrix Software, Inc. v. Green Shades Software, Inc.

 District court

 Granted defendant’s motion to dismiss for patent ineligibility because the claims were drawn to 

abstract ideas related to data processing on a generic computer (Alice step 1) and did not have an 

inventive concept overcoming the routine and conventional use of the computer (Alice step 2)

 Applied the clear-and-convincing evidence standard of proof for questions of fact

 Federal Circuit (Moore and Taranto, Reyna dissented in part)

 Vacated dismissal, holding that eligibility can be determined at the motion to dismiss stage, but “only 

when there are no factual allegations that, taken as true, prevent resolving the eligibility question”

 Majority found that district court improperly refused to allow entry of a proposed second amended 

complaint (SAC) containing allegations relevant to the eligibility analysis 

 SAC alleged that invention “increased the efficiencies of computers processing tax forms,” 

optimized memory usage, and reduced the risk of “thrashing” - suggesting the invention is 

directed to an improvement in computer technology rather than a generic computer

 Judge Reyna concurred that the district court erred in its eligibility analysis, but dissented from 

majority’s “broad statements” on the role of factual evidence in a§101 inquiry, arguing it “attempts to 

shift the character of the§101 inquiry from a legal question to a predominantly factual inquiry”

16
Aatrix Software, Inc. v. Green Shades Software, Inc., 2016 U.S. Dist. LEXIS 176222 (M.D. Fla. Mar. 30, 2016) and 882 F.3d 1121 (Fed. Cir. 2018)



Aatrix Software, Inc. – en banc petition

 Green Shades petitioned for en banc rehearing on March 19; court asked for a response from 

Aatrix, which was filed on April 4

 Asks for rehearing in conjunction with Berkheimer, as both cases raise the issue of whether 

patent eligibility is a question of law

 Argues that Judge Reyna’s dissent was correct, and adopts HP’s positions in Berkheimer
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Takeaways from Berkheimer and Aatrix

 If these holdings stand, motions to dismiss on§101 grounds will be much more difficult to win, 

given the ease of pleading supportive facts

 They also raise the bar for§101 summary judgment motions, which can essentially be 

defended by evidence of novelty, further muddling§101 with the anticipation and obviousness 

inquiries

 Given the conflicts with prior law and Judge Reyna’s dissent, we expect the Federal Circuit to 

take up the issue en banc
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Patent invalidity based on the “on-sale” bar

 Pre-AIA

 §102(b) precludes a patent if, more than 12 months before U.S. filing, the invention was

. . . in public use or on sale in the U.S.

 Post-AIA 

 § 102(a)(1)

 Bars the patentability of an invention that was: 

 patented;

 described in a printed publication;

 in public use;

 on sale; or

 otherwise available to the public

 before the effective filing date of the claimed invention.

 But, 35 U.S.C. §102(b)(1) provides an exception for some disclosures made one year or 

less before the effective filing date of a claimed invention



On-sale bar

 A patent is invalid under the on-sale bar if, before the critical date

 (1) the product is the subject of a commercial offer for sale, and

 (2) the invention is ready for patenting

 Pfaff v. Wells Elecs. Inc., 525 U.S. 55, 67 (1998)

 Policy considerations:

 Risk that the inventor will commercially exploit his or her invention beyond the statutory term

 Promote the early filing of patent applications (and foster disclosure of inventions to the 

public)

 Discourage the removal of inventions from the public domain 

 Give inventors a reasonable time to discern the potential value of the invention 
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On-sale bar 

 To be “on sale,” a product must be the subject of a commercial sale or offer for sale

 A commercial sale is one that bears the general hallmarks of a sale under the UCC

 Transfer of title

 “Commercial character of the transaction”

 Only an offer which rises to the level of a commercial offer for sale – one which the 

other party could make into a binding contract by simple acceptance – triggers the on-

sale bar

 Key terms (quantity, price, delivery, performance time)
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Meds. Co. v. Hospira, Inc. (“Hospira I”)

 The Medicines Company (“MedCo”) owned two patents (product claims and product-by-process 

claims) for a drug product of bivalirudin (Angiomax)

 Both patents were filed on July 27, 2008 (making the “critical date” July 27, 2007)

 MedCo had no manufacturing facilities 

 In 2006, MedCo paid Ben Venue Laboratories (“Ben Venue”) $347,000 to manufacture three 

batches of bivalirudin according to the patents at issue 

 Completed, the batches were worth between $23 and $45 million

 Once manufactured, the batches were placed in quarantine with MedCo’s distributor, 

Integrated Commercialization Solutions, Inc. (“ICS”), to undergo further testing by MedCo 

 Hospira submitted an ANDA to the FDA, and Medco sued for patent infringement
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 Did the confidential manufacturing agreement trigger the on-sale bar? 

 Transfer of title: Ben Venue never received title to the goods 

 “Ben Venue acted as a pair of laboratory hands”

 Price: The price of the manufacturing services was a fraction of the value of the total goods

 Intent of Agreement: Invoice clearly identified services were for manufacturing purposes 

only

 “Mere preparations for commercial sales are not themselves commercial sales,” even 

when there is economic benefit to both parties 

 Promotional activity in itself is not commercial activity 

 Confidentiality: “[L]ike the absence of title transfer, the confidential nature of the 

transactions is a factor which weighs against the conclusion that the transactions were 

commercial in nature” 

24
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Meds. Co. v. Hospira, Inc. (“Hospira II”)

 While the goods were in quarantine with ICS—and before the critical date—

MedCo and ICS entered into a Distribution Agreement, which included:

 A “Commercial Price List” dictating the price of the product

 A requirement for ICS to place weekly orders for “such quantities of Product as are 

necessary to maintain an appropriate level of inventory, based on customers’ historical 

purchase volumes” 

 MedCo argued that because it could reject any offer, there was no contract of 

sale

 Orders were deemed accepted unless MedCo rejected them within two business days

 The District Court agreed: the Distribution Agreement was “a contract to enter 

into a contract” 
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 On appeal, the Federal Circuit reversed because the terms of the Distribution Agreement clearly 

demonstrated the “commercial character” of the transaction: 

 Transfer of title: MedCo “now desire[d] to sell the Product” to ICS and ICS “now desire[d] to 

purchase and distribute the product”

 Intent of parties was to transfer title upon receipt of product at the distribution center 

 Prior distribution agreements between parties did not contain this language

 Compare with Hospira I, where the intent of the agreement was manufacturing services, and 

title never transferred from Medco

 Pricing: Commercial price list dictated the price of the product

 Compare with Hospira I, where Ben Venue received 1-2% of the commercial value of the 

goods

 Quantity: ICS was required to place weekly orders to keep appropriate inventory levels 

 Acceptance: MedCo was required to use “commercially reasonable efforts” to fill purchase orders; 

plus, the UCC “imposes [in exclusive distribution agreements] unless otherwise agreed an obligation 

by the seller to use best efforts to supply the goods”

 Thus, contrary to MedCo’s winning argument with the District Court, it could not reject offers for 

any reason 
26
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 Helsinn obtained four patents covering a drug that reduces nausea 

associated with chemotherapy:

 2003: Helsinn filed provisional patent application 

 2005-2006: Helsinn filed three patent applications (“Pre-AIA Applications”)

 2011: Teva sought FDA approval to market a generic version of the same drug

 2014: Helsinn filed fourth application (“Post-AIA Application”)

 On April 6, 2001 (two years prior to filing any application), Helsinn entered 

into (1) a License Agreement with MGI Pharma, Inc. (“MGI”) and (2) a Supply 

and Purchase Agreement with MGI

 Under the Supply and Purchase Agreement, MGI agreed to purchase 

exclusively from Helsinn, and Helsinn agreed to supply MGI’s requirements 

of the .25 mg and .75 mg dosages, or whichever of the two dosages were 

approved for sale by FDA
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Helsinn Healthcare S.A. v. Teva Pharm. USA



Helsinn Healthcare S.A. v. Teva Pharm. USA

 Pre-AIA Applications

 Supply and Purchase Agreement

 Transfer of title: MGI Agreed to purchase exclusively from Helsinn, and Helsinn agreed 

to supply MGI’s requirements of the drug in one or both of the dosages, pending 

approval from the FDA

 Key Terms: MGI was required to submit purchase forecasts to Helsinn and place firm 

orders at least 90 days before delivery, which Helsinn was required to accept to be 

binding

 Agreement also contained provisions for price, method of payment, and method of 

delivery

 Public Disclosure: The agreement was publicly disclosed in SEC filings, with the price, 

term, and the specific dosage redacted

 Helsinn argued that the Supply and Purchase Agreement did not invalidate 

the patents because FDA approval was a condition precedent to any sale
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 Pre-AIA Applications

 Is a contract for the sale of goods contingent on regulatory approval a 

commercial sale? 

 According to the UCC, a “purported present sale of future goods . . . operates as a 

contract to sell”

 Requiring FDA approval may be a relevant consideration when determining 

the on-sale bar, but absent more evidence, it is insufficient on its own to 

stop the agreement from triggering the on-sale bar

29
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Helsinn Healthcare S.A. v. Teva Pharm. USA

 Post-AIA Application

 Under the AIA, a person is entitled to a patent unless “the claimed invention was … in 

public use, on sale, or otherwise available to the public before the effective filing date 

of the claimed invention”

 Does “public” modify “sale”?

 The Form 8-K included a version of the Supply and Purchase Agreement, which redacted 

both the price and the dosages; thus, even though the invention was not disclosed to the 

public, the existence of the sale was public

 The Federal Circuit declined to adopt a broader reading of the AIA, and held that the AIA 

did not change the law
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Helsinn Healthcare S.A. v. Teva Pharm. USA

 Judge O’Malley issued a concurrence in the denial of the panel rehearing:

 Supply-side arrangements can still avoid the on-sale bar if structured properly

 “We did not hold that all supply-side arrangements for future sales will invalidate a later-filed patent.”

 The public announcement of a sale does not necessarily trigger the on-sale bar

 “As we explained in [Hospira I & II], the confidential nature of a transaction is just one of several factors for 

determining whether the transaction rises to the level of a commercial sale such that the on-sale bar would 

apply.”

 “Other factors may counsel in favor of finding that a publicly announced transaction is insufficient to trigger the 

on-sale bar, depending on the circumstances” (e.g., promotional activity)

 The holding in Teva is consistent with the holdings in Hospira I & II

 “We held in [Hospira I & II] that, where a transaction does not bear the hallmarks of a commercial sale—even 

where the transaction results in stockpiling of product for future potential sales—the on-sale bar will not be 

triggered. . . . Where, as here, the tests laid out in [Hospira I & II] lead to the conclusion that a transaction 

carries all indicia of a commercial sale, we cannot shield the transaction from the reach of the on-sale bar 

merely because that conclusion would make it more difficult for certain companies to establish a distribution 

chain for those same products.” 

 Helsinn has filed a petition for a writ of certiorari
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New PTO guidance on§101

 On April 20, 2018, the PTO issued a Request for Comments on Determining Whether a Claim 

Element is Well-Understood, Routine, Conventional for Purposes of Subject Matter Eligibility

 Pertaining to the second step of the Alice-Mayo framework for determining subject matter 

eligibility

 Focused on how examiners are to analyze and document a conclusion that a claim clement is 

‘well-understood, routine, conventional’ during the patent examination process”

 “[A]n examiner should conclude that an element (or combination of elements) represents 

well-understood, routine, conventional activity only when the examiner can readily conclude 

that the element(s) is widely prevalent or in common use in the relevant industry” 

 “A finding that an element is well-understood, routine, or conventional cannot be based only 

on the fact that the specification is silent with respect to describing such element”

 Examiners will no longer be able to simply state that elements or a combination of elements are 

“well-understood, routine or conventional”
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Recent comments by Commissioner Iancu

 Addressed the U.S. Chamber of Commerce Wednesday, April 11

 Recognized that the U.S. Patent system is “at a crossroads,” and the cumulative effect of recent 

changes has made “the patent grant … less reliable today than it should be”

 Identified two goals to improve the system; the first is to create a new pro-IP dialogue

 A new narrative is needed that defines the patent system by the brilliance of inventors, the excitement 

of invention, and the incredible benefits they bring to society

 When we write, interpret, and administer patent laws, we must consistently ask ourselves, “Are we 

helping these inventors? Are we incentivizing innovation?”

 The second goal is to increase patent grant reliability; the “key to incentivizing innovation”

 §101 - “we’re actively looking for ways to simplify the eligibility determination for our examiners 

through forward-looking guidance” 

 IPR - “we are now examining: how and when we institute proceedings, the standards we employ 

during the proceedings, and how we conduct the overall proceedings”

 Examination – “But if we could further narrow [the] gap in prior art between examination and 

litigation, then the accuracy of the patent grant – and therefore, its reliability – would increase”
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New rules at the ITC

 New final rules issued April 26, 2018 (based on Sept. 24, 2015 NPRM and comments)

 An investigation may now be severed into multiple proceedings

 The ITC has instituted one investigation per complaint, irrespective of the number of patents, parties, 

or products involved. Now, the ITC can institute multiple proceedings from a single complaint.  

 210.10(a) – Commission may institute multiple investigations from one complaint for efficiency

 210.14 – ALJ may, on motion, sever investigation into multiple investigations w/n 30 days of institution

 210.42 – ALJ’s severing is effected by initial determination 

 Early dispositive issue proceedings are now formalized

 In selected cases, the ALJ is directed to hold an early evidentiary hearing on a potentially dispositive 

case issue

 210.10(b)(3) – Commission may identify potentially dispositive issue that ALJ may decide in first 100 

days

 210.43(a)(1) – Parties must file petitions for review of an initial determination ruling on a potentially 

dispositive issue within 5 days
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New rules at the ITC

 The notice of institution must identify accused products in plain language

 Under the current rules, there is no specific language the Commission must use to describe the 

products accused in the investigation, and the notice typically tracks the complainant’s description

 210.10(b)(1) – Notice of Investigation must explicitly list accused products or categories thereof

 Pleading, service, and discovery changes

 210.12(a)(9) – Complaints must identify expiration dates of asserted patents

 201.16 – Commission can now serve via electronic means, and parties electronically serving 

confidential material must ensure secure transmittal

 210.25(a)(1) – Motion for sanctions available for abuse of discovery

 210.27(e)(5) – Privilege exists between counsel and expert witnesses

 210.28(h)(3)(vi) – Allows, within the discretion of the ALJ, the use of agreed-upon designated 

deposition testimony in lieu of live witness testimony 

 210.32(d) – Party may serve subpoena objections or motion to quash within the later of 10 days after 

receipt of the subpoena or within such time as the administrative law judge may allow
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New rules at the ITC

 Miscellaneous

 210.34(c)(1) – removes mandatory provision requiring the Commission or the administrative law judge 

to allow the parties to make written submissions or present oral arguments bearing on the issue of 

violation of a protective order and the appropriate sanctions therefor

 210.47 – makes explicit the Commission’s authority to reconsider a determination on its own initiative

 210.15(a)(2) – No motions to Commission other than for temporary relief, before institution

 210.19 – Motions to intervene can only be made after institution

 210.21(c) – Consent order language revisions

 210.50(a)(4) – clarifies that the rule concerns post-recommended determination submissions from the 

parties

 210.75(a)(1) – Commission shall determine whether to institute a requested enforcement proceeding 

within 30 days of the filing of the enforcement complaint, barring exceptional circumstances, a request 

for postponement of institution, or withdrawal of the enforcement complaint

 210.76(a) – allows any person to request the Commission to make a determination that the conditions 

which led to the issuance of a remedial or consent order no longer exist

 210.77 – deleted the temporary emergency action provision

 210.79(a) – responses to requests for advisory opinions shall be filed w/n 10 days of service
37
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